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U.S. Patent and Trademark Office, Commerce § 1.501 

§ 1.496 Examination of international 
applications in the national stage. 

National stage applications having 
paid therein the search fee as set forth 
in § 1.492(b)(1) and examination fee as 
set forth in § 1.492(c)(1) may be amended 
subsequent to the date of commence-
ment of national stage processing only 
to the extent necessary to eliminate 
objections as to form or to cancel re-
jected claims. Such national stage ap-
plications will be advanced out of turn 
for examination. 

[77 FR 48824, Aug. 14, 2012] 

§ 1.497 Inventor’s oath or declaration 
under 35 U.S.C. 371(c)(4). 

(a) When an applicant of an inter-
national application desires to enter 
the national stage under 35 U.S.C. 371 
pursuant to § 1.495, and a declaration in 
compliance with § 1.63 has not been pre-
viously submitted in the international 
application under PCT Rule 4.17(iv) 
within the time limits provided for in 
PCT Rule 26ter.1, the applicant must 
file the inventor’s oath or declaration. 
The inventor, or each individual who is 
a joint inventor of a claimed invention, 
in an application for patent must exe-
cute an oath or declaration in accord-
ance with the conditions and require-
ments of § 1.63, except as provided for in 
§ 1.64. 

(b) An oath or declaration under § 1.63 
will be accepted as complying with 35 
U.S.C. 371(c)(4) if it complies with the 
requirements of §§ 1.63(a), (c) and (g). A 
substitute statement under § 1.64 will 
be accepted as complying with 35 
U.S.C. 371(c)(4) if it complies with the 
requirements of §§ 1.64(b)(1), (c) and (e) 
and identifies the person executing the 
substitute statement. If a newly exe-
cuted inventor’s oath or declaration 
under § 1.63 or substitute statement 
under § 1.64 is not required pursuant to 
§ 1.63(d), submission of the copy of the 
previously executed oath, declaration, 
or substitute statement under 
§ 1.63(d)(1) is required to comply with 35 
U.S.C. 371(c)(4). 

(c) If an oath or declaration under 
§ 1.63, or substitute statement under 
§ 1.64, meeting the requirements of 
§ 1.497(b) does not also meet the re-
quirements of § 1.63 or § 1.64, an oath, 
declaration, substitute statement, or 

application data sheet in accordance 
with § 1.76 to comply with § 1.63 or § 1.64 
will be required. 

[77 FR 48824, Aug. 14, 2012] 

§ 1.499 Unity of invention during the 
national stage. 

If the examiner finds that a national 
stage application lacks unity of inven-
tion under § 1.475, the examiner may in 
an Office action require the applicant 
in the response to that action to elect 
the invention to which the claims shall 
be restricted. Such requirement may be 
made before any action on the merits 
but may be made at any time before 
the final action at the discretion of the 
examiner. Review of any such require-
ment is provided under §§ 1.143 and 
1.144. 

[58 FR 4347, Jan. 14, 1993] 

Subpart D—Ex Parte 
Reexamination of Patents 

SOURCE: 46 FR 29185, May 29, 1981, unless 
otherwise noted. 

CITATION OF PRIOR ART AND WRITTEN 
STATEMENTS 

§ 1.501 Citation of prior art and writ-
ten statements in patent files. 

(a) Information content of submission: 
At any time during the period of en-
forceability of a patent, any person 
may file a written submission with the 
Office under this section, which is di-
rected to the following information: 

(1) Prior art consisting of patents or 
printed publications which the person 
making the submission believes to 
have a bearing on the patentability of 
any claim of the patent; or 

(2) Statements of the patent owner 
filed by the patent owner in a pro-
ceeding before a Federal court or the 
Office in which the patent owner took 
a position on the scope of any claim of 
the patent. Any statement submitted 
under this paragraph must be accom-
panied by any other documents, plead-
ings, or evidence from the proceeding 
in which the statement was filed that 
address the written statement, and 
such statement and accompanying in-
formation under this paragraph must 
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